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DETAILED ACTION 

Election of Species 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: 

I. Figure 7 II. Figure 8 

Note that Figures 1-6, 9, and 10 are generic figures to both species. 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 
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The claims are deemed to correspond to the species listed above in the following 
manner: 

Claim 8 corresponds to species I. 
Claim 1 0 corresponds to species II. 

The following claim(s) are generic: claims 1 -7, 9, and 11-15 are generic. 

The species listed above do not relate to a single general inventive concept under PCT 
Rule 13.1 because, under PCT Rule 13.2, the species lack the same or corresponding 
special technical features for the following reasons: 

an assessment of the prior art with respect to the independent claims provides no 
unity of invention since the "special technical features", i.e., "said first and second 
elongated cross member comprises connector means" common in each of the species 
is known from patents . Applicant should note that the lack of unity is based on a 
posteriori and the special technical features, common to all species, do not define a 
contribution over the prior. See MPEP 1850. 



During a telephone conversation with Mr. Mark Hopkinson on August 17, 2009 a 
provisional election was made without traverse to prosecute the invention of species I, 
Figures 7, claims 1-9 and 11-15. Confirmation of this election must be made by 
applicant in replying to this Office action. Claim 10 is withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 



Drawings 



The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "10" has been used to designate both a picket and railing 
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system with a first configuration (Figure 1) and another picket and railing system with a 
second configuration (Figures 4 and 10). 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "20" has been used to designate a spacer with a first 
configuration (Figures 1 and 2), a spacer with a second configuration (Figure 3), a 
spacer with a third configuration (Figures 4, 5, and 10), a spacer with a third 
configuration (Figure 6), a spacer with a fourth configuration (Figure 7), a spacer with a 
fourth configuration (Figure 8), and another spacer with fifth configuration (Figure 9). 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "30" has been used to designate an ornamental member 
with a first configuration (Figure 2), and another ornamental member with a second 
configuration (Figure 3). 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "22" (Figures 2 and 3) and "36" (Figure 5-7) have both 
been used to designate the spacer member. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "32" (Figure 2) and "52" (Figure 5-8) have both been 
used to designate the same wing. 
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The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "34" (Figure 2) and "54" (Figure 5-8) have both been 
used to designate the same wing. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "28" (Figure 2) and "42" (Figure 5-8) have both been 
used to designate the same wall. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "26" (Figure 2) and "40" (Figure 5-8) have both been 
used to designate the same side. 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters "24" (Figure 2) and "38" (Figures 5-8) have both been 
used to designate the same side. 

The drawings are objected to because reference characters "30" in Figures 2 and 
3, "44", "46", and "56" in Figures 5-7, "42", "44", and "48" in Figure 8, and "62" and "64" 
in Figure 9, should rather contain a lead line. See 37 CFR 1 .84(q). The lead line of 
reference character "56" in Figures 5 and 6 should not contain an arrow. See 37 CFR 
1 .84(r). 
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Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended". If a drawing 
figure is to be canceled, the appropriate figure must be removed from the replacement 
sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings 
for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the examiner does not accept the changes, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Claim Objections 



Claims 3, 7, and 1 1 are objected to because of the following informalities: 
regarding claim 3, "is a diamond" in line 1-2 should be --comprises a diamond 
shape--; and, 
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regarding claims 7 and 1 1 , "the" in line 3 should be deleted as no pickets have 
been previously set forth. Appropriate correction is required. For purposes of 
examining the instant invention, the examiner has assumed these corrections have 
been made. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 4, 13, and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Larsen, CA-2,387,296. 

Regarding claim 1, Larsen discloses, in Figures 8A and 8B, an ornamental picket 
spacer comprising an elongated spacer member 56 and an ornamental member 66. 
The elongated spacer member 56 has generally parallel sides A1 (see marked-up 
attachment) and a wall A2 extending therebetween. The ornamental member is 
connected to the wall A2. 

Regarding claim 2, the generally parallel sides A1 comprise wings A1 . 
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Regarding claim 4, the ornamental member 66 is a circle. 

Regarding claim 13, Larsen discloses, in Figures 8A and 8B, a kit comprising an 
elongated spacer member 56 and an ornamental member 66. The elongated spacer 
member 56 has generally parallel sides A1 and a wall A2 extending therebetween. 
Note that the ornamental member is able to be connected to the wall A2. 

Regarding claim 15, Larsen discloses, in Figures 8A and 8B, an ornamental 
picket spacer comprising an elongated spacer member 56 and an ornamental member 
66 connected to the elongated spacer member 56. 

Claims 1, 2, 5-7, 9, and 13-15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Igarashi, JP-1-310073. 

Regarding claim 1 , Igarashi discloses, in Figures 3A and 3B, an ornamental 
picket spacer comprising an elongated spacer member 6a and an ornamental member 
6c. The elongated spacer member 6a has generally parallel sides (vertical walls) and a 
wall (the horizontal wall) extending therebetween. The ornamental member is 
connected to the wall (the horizontal wall). 

Regarding claims 2 and 6, the parallel sides (the vertical walls) comprise wings 
(note that the horizontal wall extends beyond the sides). 
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Regarding claim 5, the spacer further comprises an elongated cross member 6b 
connected to the ornamental member 6c and disposed generally parallel to the spacer 
member and generally in the same plane as the elongated spacer member 6a. The 
elongated cross member 6c has a first end and a second end (opposite ends). 

Regarding claim 7, the first and second ends of the elongated cross member 6c 
comprises connector means (the vertical wall of each end of the cross member) for 
connecting the elongated cross member to pickets. 

Regarding claim 9, the connector means comprises connector walls (end face at 
each end of the cross member constitutes a connector wall) extending generally 
perpendicular to the cross member 6c. 

Regarding claim 13, Igarashi discloses, in Figures 3A and 3B, a kit comprising an 
elongated spacer member 6a and an ornamental member 6c. The elongated spacer 
member 6a has generally parallel sides (the vertical walls) and a wall (the horizontal 
wall) extending therebetween. Note that the ornamental member is able to be 
connected to the wall (the horizontal wall). 

Regarding claim 14, the kit further comprises an elongated cross member 6b 
connected to the ornamental member 6c and disposed generally parallel to the spacer 
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member and generally in the same plane as the elongated spacer member 6a. The 
elongated cross member 6c has a first end and a second end (opposite ends). 

Regarding claim 15, Larsen discloses, in Figures 8A and 8B, an ornamental 
picket spacer comprising an elongated spacer member 6a and an ornamental member 
6c connected to the elongated spacer member 6a. 

Claims 1, 5, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Edgman, 5,702,090. 

Regarding claim 1 , Edgman discloses, in Figures 2 and 7, an ornamental picket 
spacer comprising an elongated spacer member 22 and an ornamental member 58. 
The elongated spacer member 22 has generally parallel sides 148, 150 (see Figure 7; 
upside-down) and a wall 154 (see Figure 7; upside-down) extending therebetween. The 
ornamental member 58 is connected to the wall 154. 

Regarding claim 5, the spacer further comprises an elongated cross member 24 
connected to the ornamental member 58 and disposed generally parallel to the 
elongated spacer member 22 and generally in the same plane as the elongated spacer 
member 22. The elongated cross member 24 has a first end and a second end. 
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Regarding claim 7, the first and second ends of the elongated cross member 24 
comprises a connector means 40 for connecting the elongated cross member. 

Regarding claim 8, the connector means 40 comprises tines 92, 94 spaced apart. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Larsen, 
CA-2,387,296. 

Regarding claim 3, Larsen, as discussed, fails to disclose the ornamental 
member being a diamond. However, Larsen suggests that the ornamental member can 
have other designs (page 15, line 17). Therefore, one skilled in the art would have 
changed the shape into a diamond shape or any other shape as may be desired for a 
particular application so as to achieve the desired aesthetic appearance. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to shape the ornamental member into a diamond shape for aesthetic purposes. 
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Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Igarashi, 
JP-1-310073 in view of Larsen, CA-2,387,296. 

Regarding claim 1 1 , Igarashi, as disclosed, fails to disclose the ornamental 
member having a diamond shape. Applicant is reminded that it has been consistently 
held that changing the shape of the ornamental member for aesthetic purposes is well- 
within the expected level of skill of one of ordinary skill in the art. One skilled in the art 
would have changed the shape into a diamond shape, or any other shape, as a matter 
of ornamental preference. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to shape the ornamental member of 
Igarashi into a diamond shape in view of Larsen so as to achieve the desired aesthetic 
appearance. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Igarashi, 
JP-1-310073 in view of Preston, D1 95,033. 

Regarding claim 12, Igarashi, as disclosed, fails to disclose the ornamental 
member having a circle shape. Preston teaches, in Figures 1 and 2, an ornamental 
member having a circle shape to provide a fence with an aesthetic appeal other than a 
cross shape. Therefore, as taught by Preston, it would have been obvious to one of 



Application/Control Number: 10/576,715 Page 13 

Art Unit: 3679 

ordinary skill in the art at the time the invention was made to provide the ornamental 
member of Igarashi with a circle shape to provide a different aesthetic appeal. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ernesto Garcia whose telephone number is 571-272- 
7083. The examiner can normally be reached from 9:30AM-6:00PM. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached at 571-272-7087. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



IE. Q.I 

Examiner, Art Unit 3679 
August 26, 2009 

Attachment: one marked-up page Larsen, CA-2,387,296. 

/Daniel P. Stodola/ 
Supervisory Patent Examiner, Art Unit 3679 
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Larsen, CA-2,387,296 




FIG.8B 



